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DETAILED ACTION 

Applicant's Response Dated August 19, 2005 

1. Claims 1-23, 27, and 34-35 are pending. An action on the merits of claims 1-23, 
27, and 34-35 is contained herein below. 

2. The rejection of claims 1-3, 5-7, 12-13, 15, 19, 23, 27 and 34-35 under 35 U.S.C. 
102(b) as being anticipated by Forsythe, Jr. et al. US 4,214,993 (Forsythe) is 
maintained for the reasons of record set forth in the Office Action dated February 8, 
2005. 

3. The rejection of claims 4, 10-11, 14, 16-18 and 20 under 35 U.S.C. 103(a) as 
being unpatentable over Forsythe in combination with BIO-RAD, Life Science Research 
Products Catalog (1993), pages 57 and 60-63 (BIO-RAD) is maintained for the reasons 
of record set forth in the Office Action dated February 8, 2005. 

Rejections of Record Set Forth in the Office Action Dated February 8, 2005 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1-3, 5-7, 12-13, 15, 19, 23, 27, and 34-35 are rejected under 35 U.S.C. 
102(b) as being anticipated by Forsythe, Jr. et al. US 4,214,993 (Forsythe). 

Applicant's arguments filed August 19, 2005 have been fully considered but they 
are not persuasive. Applicant argues that: 1 ) the examiner has not given patentable 
weight to all of the claim limitations (for example the phrase "adapted to fit securely"), 2) 
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Forsythe does not teach a filter column having a body with bearing surfaces adapted to 
seat on at least two collection tubes, and 3) Forsythe does not teach a filter column 
adapted to seat on collection tubes having differently-sized openings. 

As set forth by the examiner in the Office Action dated February 8, 2005, 
Forsythe discloses all of the structural limitations of the instantly claimed filter column. 
Applicant's attention is directed to the middle component shown Fig. 2 of Forsythe. The 
surface directly below (underneath) the rim is one bearing surface. The stem (12 shown 
in Fig. 1) is directly below the rim and has a smaller diameter than the rim. The surface 
directly below (underneath) the stem is a second bearing surface. The extraction 
cartridge (16 shown in Figs. 1 and 2) is directly below the stem and has a smaller 
diameter than the rim. The tip is directly below the extraction cartridge (Fig. 1) and has 
a smaller diameter than the extraction cartridge. The tapered surface directly below the 
extraction cartridge is a third bearing surface. The portion of the column directly below 
each of these bearing surfaces has a different diameter and is therefor capable of 
accommodating three different collecting tubes of appropriate diameter. The argument 
that Forsythe only demonstrates the use of one collecting tube is not sufficient to 
overcome the instant rejection. A claim containing a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus if the prior art apparatus teaches all 
the structural limitations of the claim. While features of an apparatus may be recited 
either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function. 
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6. Claims 4, 10-11, 14, 16-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Forsythe, Jr. et al. US 4,214,993 (Forsythe) in combination with BIO- 
RAD, Life Science Research Products Catalog (1993), pages 57 and 60-63 (BIO-RAD). 

Applicant's arguments filed August 19, 2005 have been fully considered but they 
are not persuasive. Applicant argues that: 1) the examiner has not given patentable 
weight to all of the claim limitations (for example the phrase "adapted to fit securely"), 2) 
Forsythe does not teach a filter column having a body with bearing surfaces adapted to 
seat on at least two collection tubes,, and 3) Forsythe does not teach a filter column 
adapted to seat on collection tubes having differently-sized openings. 

As set forth by the examiner in the Office Action dated February 8, 2005, 
Forsythe discloses all of the structural limitations of the instantly claimed filter column. 
Applicant's attention is directed to the middle component shown Fig. 2 of Forsythe. The 
surface directly below (underneath) the rim is one bearing surface. The stem (12 shown 
in Fig. 1) is directly below the rim and has a smaller diameter than the rim. The surface 
directly below (underneath) the stem is a second bearing surface. The extraction 
cartridge (16 shown in Figs. 1 and 2) is directly below the stem and has a smaller 
diameter than the rim. The tip is directly below the extraction cartridge (Fig. 1) and has 
a smaller diameter than the extraction cartridge. The tapered surface directly below the 
extraction cartridge is a third bearing surface. The portion of the column directly below 
each of these bearing surfaces has a different diameter and is therefor capable of 
accommodating three different collecting tubes of appropriate diameter. The argument 
that Forsythe only demonstrates the use of one collecting tube is not sufficient to 
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overcome the instant rejection. A claim containing a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus if the prior art apparatus teaches all 
the structural limitations of the claim. While features of an apparatus may be recited 
either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function. 

Applicant's remarks in regards to dependent claims 10-11, 14, 16-18 and 20 
have been noted; however, the differences between Forsythe and the instantly claimed 
filter column are seen as one of design choice. BIO-RAD teaches columns within 
applicant's specified dimensions. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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9. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Forsythe, Jr. et al. US 4,214,993 (Forsythe) in combination with BIO-RAD, Life Science 
Research Products Catalog (1993), pages 57 and 60-63 (BIO-RAD) as applied to 
claims 4, 10-11, 14, 16-18 and 20 above, and further in view of Lyman et al. US 
4,683,058 (Lyman). 

Claims 8-9 further require the presence of vents. 

Lyman teaches the use of vent in connection with centrifuge tubes (column 4). 
The filter tube includes a groove in the outer wall of the first cyclindrical portion and 
extending into the filter flange which serves as a venting means to allow air to escape 
from the centrifuge tube as the permeable material filters through the filter tube. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include vents in the body of the filter column. As taught by Lyman, the 
vents allow for the escape of air while using the centrifuge. 

Conclusion 

10. Claims 1-23, 27, and 34-35 are pending. Claims 1-20, 23, 27 and 34-35 are 
rejected. Claims 21-22 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. No claims are allowed. 
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Contacts 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick T. Lewis whose telephone number is 571-272- 
0655. The examiner can normally be reached on Monday - Friday 10 am to 3 pm (Maxi 
Flex). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on 571-272-0661. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). ^ 
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